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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 10602998 



Application/Control Number: 10/602,998 Page 2 

Art Unit: 1637 

DETAILED ACTION 



Status of the Claims 

Claims 1-13 and 15 are pending. The following Office Action is a FINAL rejection 
in response to Applicant's response dated February 9, 2006. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1 and 15 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Monforte et al. (U.S. 5,700,642). 

Regarding Claim 1, Monforte et al. teach cleavable oligonucleotide primers that 
are immobilized to a solid support (Columns 31-32, Example 2). Intended use 
phraseology such as, "...for performing...", is not considered to further limit the scope of 
the claims. 

Regarding Claim 15, Monforte et al. teach photocleavable linkages (Column 24, 
Lines 57-67). 
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Response to Arguments - 35 USC § 102 

Applicant's amendments and arguments filed February 7, 2006 have been fully 
considered but they are not persuasive. 

Applicant argues that Monforte fails to teach a solid support for performing a 
plurality of polynucleotide amplification reactions that comprises a releasable primer for 
each amplification reaction, wherein said primer is immobilized on a surface of said 
solid support, and is adapted to be released before, during or after the amplification 
reaction. The instant amendment presented by Applicant is written in alternative 
language that encompasses wherein a primer can be released at any time before, 
during or after the amplification. Thus, as Applicant highlights, Monforte's primers can 
be cleaved after amplification, and therefore anticipate the instant claim language. 

Applicant further argues that Monforte fails to teach the instant invention because 
Monforte teaches that only a fragment of the primer is actually released. Applicant is 
correct in asserting that Monforte teaches that a fragment of the primer is released, 
however, the instant claim language presents "a cleavable primer", which is 
encompassed by the teachings of Monforte. The releasable oligonucleotides taught by 
Monforte may still act as a primer for synthesis, and thus, anticipate the instant claim 
language. Furthermore, Applicant is reminded that instant claim language does not 
include any limitations that require the entire oligonucleotide primer to be released. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

1. Claims 2-13 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rava et al (US 5,545,531) and Monforte et al. (U.S. 5,700,642). 

Regarding Claims 2 and 3, Rava et al. teach supports for processing multiple 
chip assays (Abstract). In particular, Rava et al. teach the following: 

(a) a first solid support; wherein the surface of said comprises a plurality of 
derivatized areas; wherein one or more primers are immobilized on a derivatized area of 
said first solid support (Rava et al. teach a biological chip plate comprising a wafer 
including a plurality of biological arrays wherein the arrays are a collection of 
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oligonucleotides, at least two of which are different, arranged in a spatially defined 
manner; Fig 4; Column 2, Lines 62-67; Column 4, Lines 1-19; Column 8, Lines 1-11, 
Rava et al. teach surface immobilized oligonucleotides on a functionalized substrate 
containing derivatized areas, preferably glass or silica; Fig 8; Column 3, Lines 39-48; 
Column 9, Lines 29-29 and 36-37). 

(b) a second solid support wherein said support comprises a plurality of wells and 
each well corresponds to a primer for each target nucleic acid (Rava et al. teach a 
biological chip plate comprising a plurality of wells, the walls of each well surrounding 
and enclosing the probe array of a biological array, i.e. corresponding to a primer for 
each target nucleic acid; Figs 4, 5, and 6; Column 4 Lines 19-25; Column 8, Lines 1-16; 
Column 8, Lines 40-45). 

Intended use phraseology such as, "...for amplifying...", is not considered to 
further limit the scope of the claims. 

Regarding Claim 4, Rava et al. teach sequencing large quantities of DNA; 
therefore Rava et al. anticipate pluralities of subsequences of polynucleotides (Column 
11, Lines 43-46). 

Regarding Claim 5, Rava et al. teach glass as a biological chip substrate 
(Column 4, Lines 5-7). 

Regarding Claim 6, Rava et al. teach covalent immobilization (Column 9, Lines 
13-67; Column 10, Lines 1-9). 

Regarding Claim 8, Rava et al. teach nucleic acid probes; therefore Rava et al. 
teach cleavable moieties (i.e. part of the nucleic acid) (Column 3, Lines 39-67). 
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Regarding Claim 10, Rava et al. teach solid support surfaces with Si-OH 
functionalities; therefore Rava et al. teach hydrophilic areas (Column 9, Line 50-52). 

Regarding Claim 1 1 , Rava et al. teach an example with a feature size of about 
100 microns on a side which would give an array with 10,000 probe addresses per 1 
cm 2 ; therefore Rava et al. anticipate a density of derivatized areas of 10 to 10,000 per 
cm 2 (Column 10, Lines 38-40). 

Regarding Claim 12, Rava et al. teach a probe array size of 0.25 mm 2 ; therefore 
Rava et al. anticipate the size of a derivatized area on a solid support that is between 
10' 3 to 5mm 2 (Column 9, Lines 21-24). 

Regarding Claim13, Rava et al. teach a probe array with 10 5 features; therefore 
Rava et al. anticipate a number of derivatized areas on a solid support between 10" 3 to 
500,000 (Column 9, Lines 21-24). 

Rava et al. teach supports for processing multiple chip assays, but do not teach 
primers, non-covalent immobilization, or photocleavable moieties. 

Regarding Claim 2, Monforte et al. teach primers (i.e. 3' terminal ends free to 
participate in primer extension reactions) immobilized to a solid support (Columns 31- 
32, Example 2) 

Regarding Claim 3, Monforte et al. teach forward and reverse primers 
immobilized to solid support in amplification reactions (Column 5, Lines 13-49). 

Regarding Claim 7, Monforte et al. teach non-covalently attached 
oligonucleotides to a solid support in a solid phase nucleic acid amplification method 
(Column 19, Lines 60-67; Column 20, Lines 1-10). 
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Regarding Claim 9, Monforte et al. teach photocleavable primers (Column 24, 
Lines 57-67). 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of invention to have used the primers of Monforte et al. in the Rava et al. biological 
chip plate. The motivation to do so, provided by Monforte et. al, would have been that 
these primers helped to improve sequencing and size information for primer extension 
products (Column 8, Lines 40-46). 

Response to Arguments - 35 USC § 103 

Monforte and Rava teach and/or suggest all limitations set forth in Claims 2 and 
3. Please see explanations above. 

Conclusion 

Claims 1-13 and 15 are rejected. No claims are allowed. 
THIS ACTION IS MADE FINAL. 

Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher M. Babic whose telephone number is 571- 
272-8507. The examiner can normally be reached on Monday-Friday 7:00AM to 
4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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